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DETAILED ACTION 

1 . Applicant's election with traverse of claims 1 4-1 9 in the reply filed on May 1 3, 
2009 is acknowledged. The traversal is on the ground(s) that there is no an undue 
burden on the Examiner to examine all the claims in a single application because it 
would appear that the searches involved for the claims would be coextensive. This is 
found persuasive, and the restriction requirement has been withdrawn. 

2. Claims 1-20 are pending. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not Identical, but at least one examined application claim Is not patentably distinct 
from the reference clalm(s) because the examined application claim Is either anticipated 
by, or would have been obvious over, the reference clalm(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. CIr. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer In compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either Is shown to 
be commonly owned with this application, or claims an Invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



3. Claims 1 , 3-5, 8 and 10-20 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-3, 9, 11-12 and 
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15 of U.S. Patent No. 7,001,705. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because they both describe a positive 
photosensitive resin composition, comprising: an alkali-soluble resin, a 1,2-quinone 
diazide compound, a crosslinking compound having at least two epoxy groups and a 
surfactant, wherein the alkali-soluble resin is a copolymer comprising copolymehzed 
units of a carboxyl group-containing acrylic monomer, a hydroxyl group-containing 
acrylic monomer and an N-substituted maleimide as essential components. 

Furthermore, it is noted that the current application and the patent have different 
inventive entities and are commonly assigned. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takagi et al. (JP 2003-195501) in view of Suwa et al. (U.S. Patent 6,593,043 or CN 
135635 A). 

With regard to the limitations of claims 1, 4, 1 1 and 12, Takagi discloses a 
positive photosensitive resin composition, comprising an alkali-soluble resin comprising 
a copolymer at least comprising 50 mo1% of N-(4-hydroxylphenyl) maleimide a 1,2- 
quinone diazide compound and at least one crosslinking agent, wherein the alkali- 
soluble resin consists of at least 50mo1% of N-(4-hydroxylphenyl) maleimide 
(corresponding to the N-substituted maleimide in Claim 1) and other copolymerizalbe 
component such as methacrylate, methacrylate-based monomer, other unsaturated 
carboxylic acid and the like, so the obtained polymer corresponds to the alkali-soluble 
resin in Claim 1 (page 3, [0010], [0014], [0015]); the weight average molecular weight of 
the alkali-soluble resin is preferably 3000-70000 (page 5, [0021, line 23]); and 1,2- 
quinone diazide compound has a structure represented by formula (1), wherein XI -XI 5 
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are the same or different, selected from H atom, all^yl, all^oxyl represented by -OD (D is 
H atom or auinone diazide skeleton, at least one of X1-X5 is -OD. 

The crosslinking agent can be an epoxy compound such as 3,4- 
epoxycyclohexylmethyl(3,4-epoxylcyclohexyl) carboxylate (corresponding to the 
crosslinking compound satisfying the structure formula in claim 1 when m=2 and n=2), 
and the crosslinking agent is preferably used in an amount of 4-40 parts by weight 
relative to the alkali-soluble resin (page 14, [0055, lines 43-44). 

With regard to the limitations of claims 1 , 4, 1 1 and 12, Takagi does not disclose 
the following: (1 ) the number average molecular weight of the alkali-soluble resin 
defined in claim 1 and (2) the main structure of the 1 ,2-quinone diazide compound. 

As to difference (1), the person skilled in the art can confirm that claim 1 aims to 
resolve the technical problem of selecting the alkali-soluble resin having certain number 
average molecular weight. However, the number average molecular weight has certain 
relationship with weight average molecular weight, so the person skilled in the art can 
easily determine the number average molecular weight similar to that in claim 1 from the 
weight average molecular weight disclosed by Takagi. 

As to difference (2), the person skilled in the art can confirm that claims 1 , 4, 1 1 
and 12 aims to resolve the technical problem of improving the photosensitivity of the 
photosensitive resin. 

Suwa discloses a quinone diazide compound as a component in the positive 
photosensitive resin composition having the structure, which is substantially identical to 
the instantly claimed (Example 5). Accordingly, difference (2) has been disclosed by 
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Suwa and acts the same function of improving the photosensitivity of the photosensitive 
resin in Suwa's reference as in claims 1 , 4, 1 1 and 12. That is to say, Suwa has given 
the teaching of applying the quinone diazide compound having the above structure into 
the positive photosensitive resin composition. Under this teaching, the person skilled in 
the art has motivation to replace the quinone diazide compound of Takagi with this 
quinone diazide compound so as to obtain the technical solution of claims 1 , 4, and 11- 
12. Therefore, claims 1, 4, 1 1 and 12 neither have prominent substantive feature nor 
represents notable progress, thus having no inventiveness over the combination of 
Takagi's and Suwa's references. 

With regard to the limitations of claim 2, the combined teaching of Takagi and 
Suwa does not disclose the residual monomer ratio of the alkali-soluble resin. It is noted 
that the residual monomer ratio in the alkali-soluble resin belongs to a purity issue. The 
person skilled in the art can reduce this value by suitably adjusting the reaction 
conditions and/or adding the subsequent process, and can anticipate the improvement 
on the performance of the display device under the lower residual monomer ratio of the 
alkali-soluble resin through logical analysis. 

With regard to the limitations of claims 3 and 1 0 Takagi discloses that the amount 
of the 1,2-quinone diazide compound is preferably 10-50 parts by mass relative to 100 
parts by mass of the alkali-soluble resin, which is within the claimed range. 

With regard to the limitations of claims 5, 13 and 14 Takagi does not disclose that 
the claimed formula of 1 ,2-quinone diazide compound. 
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Suwa discloses tliat the 1,2-quinone diazide compound has the following 
structure (Example 4), which is substantially identical to the claimed structure. 

That is to say, Suwa has given the teaching of applying the quinone diazide 
compound having the above structure into the positive photosensitive resin composition. 
Under this teaching, the person skilled in the art has motivation to replace the quinone 
diazide compound of Suwa with this quinone diazide compound so as to obtain the 
technical solution of claims 5, 13 and 14. 

It is worth to mention that an obviousness rejection based on similarity in 
chemical structure and function entails the motivation of one skilled in the art to make a 
claimed compound, in the expectation that compounds similar in structure will have 
similar properties." In re Pavne . 606 F.2d 303, 313, 203 USPQ 245, 254 (CCPA 979). 
See In re Paoesch . 315 F.2d 381, 137 USPQ 43 (CCPA 1963) (discussed in more 
detail below) and In re Dillon , 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1991) 
(discussed below and in MPEP § 2144) for an extensive review of the case law 
pertaining to obviousness based on close structural similarity of chemical compounds. 
See also MPEP § 2144.08, paragraph II.A.4.(c). 

With regard to the limitations of claim 6, Takagi discloses that the alkali-soluble 
resin also comprises no epoxy group (abstract). 

With regard to the limitations of claims 7, and 15-18, Takagi discloses that the 
epoxy-based curing agent may contain one or more epoxy group (pages 13-14, [0054]), 
specifically for the crosslinking compounds having m=2 and n=2. On this basis, the 
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person skilled in the art can easily conceive to adopt a crosslinking compound 
containing at least 3 epoxy groups. 

With regard to the limitations of claims 8, 19, and 20, Takagi discloses that 
surfactant can be added for improving spreading properties of the photosensitive resin 
composition (page 22). Although the using amount of the surfactant relative to the alkali- 
soluble resin is not disclosed by Takagi, it is noted that "[W]here the general conditions 
of a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955) (Claimed process which was performed at a temperature 
between 40°C and 80°C and an acid concentration between 25% and 70% was held to 
be prima facie obvious over a reference process which differed from the claims only in 
that the reference process was performed at a temperature of 100°C and an acid 
concentration of 10%.); therefore the amount of surfactant can be determined by the 
person skilled in the art through routine experiments. 

With regard to the limitations of claim 9, Takagi discloses that the components of 
the positive photosensitive resin composition is dissolved in solvent with a solid content 
concentration of 5-60 wt % when using said composition (page 21, [0093]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 



/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



